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IN THE UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF TEXAS 

DALLAS DIVISION 

Oldcastle BuildingEnvelope, Inc., 

Plaintiff, 

v. 

Jon Todd Staley, 

Defendant. 
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Civil No. 3:11-cv-02668-F 

PLAINTIFF’S REPLY IN SUPPORT OF ITS MOTION FOR PROTECTIVE ORDER 

Plaintiff Oldcastle BuildingEnvelope, Inc. respectfully submits its Reply in support of its 

Motion for Protective Order. Nothing in Defendant’s Opposition explains why this case is 

different than numerous other trade-secret cases in which such protective orders are commonly 

necessary (and often agreed upon) to preserve the confidentiality of a party’s information while 

allowing full and fair discovery. Oldcastle therefore asks the Court to enter a Protective Order 

concerning documents and information to be produced in discovery.  

I.  Introduction 

Oldcastle’s Complaint concerns Mr. Staley’s misappropriation of Oldcastle’s 

confidential, proprietary, and trade-secret information. On October 13, 2011, the Court ordered 

that Oldcastle could take Mr. Staley’s deposition on an expedited basis. For that deposition to 

have served any productive purpose, Oldcastle had to inquire about the specific confidential 

documents Mr. Staley took. Oldcastle cannot simply turn these documents over in discovery 

without any restriction to maintain their secrecy; otherwise, any trade secret or confidentiality 

protection could be lost. After attempting in vain to confer with opposing counsel, Oldcastle filed 

for a Protective Order, so that the parties can proceed without impairing Oldcastle’s rights.   
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Following the common procedure for such orders, the proposed Order provides that 

information designated as confidential can be used for purposes of the litigation, but that it 

cannot be otherwise disclosed. The proposed Order preserves the status quo during discovery. It 

neither renders a confidentiality designation a final, unchallengeable determination as to the 

document’s status, nor constitutes an admission by the opposing party that any particular 

document is a trade secret or is confidential. Indeed, the proposed Order here contains a common 

mechanism permitting an opposing party to challenge any confidentiality designation. 

Incredibly, Defendant not only opposes this simple Motion, he argues that filing it 

constitutes a sanctionable act. Instead of explaining why a Protective Order is unnecessary, 

Defendant argues that the particular exhibits designated “confidential” in Mr. Staley’s deposition 

are not, in his view, really confidential. Oldcastle’s first response is that Defendant is mistaken. 

But more importantly, if Defendant does not believe that particular documents are confidential, 

the proposed Order allows him to bring an action before the Court, challenging a document’s 

designation (after, we hope, he has tried and failed to resolve his concerns with counsel). 

Nothing in his Opposition justifies his position that there should be no protection at all for any of 

Oldcastle’s information. According to Defendant, Oldcastle must choose between (1) effectively 

foregoing its right to prove its case, and (2) disclosing its information without a Protective Order, 

thereby destroying the value of Oldcastle’s confidential information. The law does not force 

trade-secret claimants to make this Hobson’s choice.  

II.  The Meet-and-Confer Process  

Oldcastle recognizes that it is normally a wasted effort to respond to ad hominem attacks 

by opposing counsel. Oldcastle does not intend to allow this litigation to devolve into petty 

bickering, but it must respond to Defendant’s misstatements that bear directly on his Opposition. 

Specifically, Defendant’s counsel states that Oldcastle sat silently until the eve of Staley’s 
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deposition, then asked Defendant to concede “sight unseen” that documents to be used in the 

deposition were confidential or trade secrets. This is false. 

As for the timing of Oldcastle’s request, there is a simple reason that Oldcastle contacted 

Defendant’s counsel on November 1: That was the first day Defendant’s counsel returned from 

his previously unannounced, eleven-day trip out of the country. Immediately after the October 

13, 2011 hearing in which this Court allowed Oldcastle to depose the Defendant within two 

weeks, Oldcastle’s counsel contacted Defendant’s counsel (Mr. Bell) by e-mail to ask for any 

days that Defendant would not be available. Mr. Bell responded the next day by offering one, 

and only one, day out of the entire two-week period to take Defendant’s deposition.1 In that same 

e-mail, Mr. Bell announced for the first time that he would be out of the country for the entire 

second half of the two-week period, returning on November 1—a fact he neglected to mention to 

the Court or to counsel at the October 13 hearing. In light of Mr. Bell’s surprise trip, Oldcastle 

agreed to depose the Defendant beyond the two-week period, on November 2. Oldcastle 

contacted Mr. Bell on November 1 because that was the first day he was back in the country.   

Regarding the substance of that conversation, Mr. Bell states that Oldcastle’s counsel 

“requested that [Mr. Bell] unequivocally agree to the confidentiality of Plaintiff’s documents 

sight unseen.” (Def.’s Opp’n ¶¶ 5-6, 10.) Not so. During the November 1 conversation, 

Oldcastle’s counsel made the seemingly uncontroversial request that Defendant agree to treat 

certain documents as confidential until an agreed protective order could be entered. To 

Oldcastle’s surprise, Mr. Bell refused. Oldcastle’s counsel then informed Mr. Bell that Oldcastle 

would have to file a motion for a protective order, which Mr. Bell said he would oppose. At no 

time did Oldcastle’s counsel ask Mr. Bell to make any admission about the confidentiality of any 

                                                 
 1 Oldcastle has attached a copy of the e-mail correspondence, introduced by way of the undersigned’s 

declaration. (See Decl. of R. A. Vincent, App. 4-10.) 
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documents, “sight unseen” or otherwise; Oldcastle’s counsel simply made the commonsense 

request that Oldcastle be allowed to use its confidential information in the deposition without 

destroying confidentiality or any trade-secret protection.  

Mr. Bell’s intransigence toward what is a common practice in trade-secret cases put 

Oldcastle in the unreasonable position of either not using essential documents during the 

deposition—rendering the deposition a waste of everyone’s time—or risking that the Defendant 

would publically disclose the information within those documents. That disclosure was not a 

theoretical risk: During that November 1 call, Mr. Bell mentioned that he might disclose 

Oldcastle’s information to the media. In the end, Oldcastle simply wants to resolve the parties’ 

dispute quickly and fairly. A protective order is a prerequisite to a full and fair development of 

the factual record, which necessarily contains information Oldcastle believes is confidential. And 

Defendant has provided no factual or legal justification for refusing the order.        

III.  Arguments and Authorities 

A. Oldcastle has proven that this case warrants a protective order. 

Tellingly, Defendant cites zero case law in support of his “argument” that a protective 

order is unwarranted. He concedes that courts have broad discretion to issue protective orders 

upon a showing of good cause. See Fed. R. Civ. P. 26(c) & 26(c)(1)(G) (noting that a court can 

issue an order to protect trade secret and other confidential commercial information);2 Harris v. 

Amoco Prod. Co., 768 F.2d 669, 684 (5th Cir. 1985) (“If the party from whom discovery is 

sought shows ‘good cause,’ the presumption of free use [of discovery documents] dissipates, and 

the district court can . . . restrict what materials are obtainable, how they can be obtained, and 

what use can be made of them once obtained.”). The moving party has the burden to show a 

                                                 
 2 “Confidential commercial information” has been defined in the protective-order context as “information which 

would cause an unfair advantage to competitors by providing them information as to the commercial operations 
of [a company].” In re Faucett, 438 B.R. 564, 567 (Bankr. W.D. Tex. 2010) (internal quotation omitted). 
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protective order is necessary by establishing particular and specific facts. In re Terra Int’l, 134 

F.3d 302, 306 (5th Cir. 1998). It “must first establish that the information sought is a trade secret 

or other confidential information and then demonstrate that its disclosure would cause an 

identifiable, significant harm.” Sanchez v. Prop. & Cas. Ins. Co., No. H-09-1736, 2010 WL 

107606, at *1 (S.D. Tex. Jan. 7, 2010) (slip copy) (citing Stone Connection, Inc. v. Simpson, No. 

4:07-CV-431, 2008 WL 1927033, at *1 (E.D. Tex. Apr. 28, 2008)). 

Oldcastle has shown both that the confidential and proprietary information at the case’s 

epicenter is of the kind contemplated by Rule 26(c)(1)(G) and that there is good cause to order 

the information’s protection.3 Rule 26(c)(1)(G) specifically identifies “trade secret or other 

confidential research, development, or commercial information” as that which is subject to 

protection. As Ms. Hines identified in her Declaration accompanying Oldcastle’s Complaint, 

Oldcastle’s confidential, proprietary, and trade-secret information is among the information at 

issue here. (See M. Hines Decl., ¶¶ 13-19, App. 14-16) (identifying specific examples of 

confidential and proprietary documents that the Defendant transferred, and describing the 

obvious injury Oldcastle would suffer if anyone publically reveals that information). For 

example, Ms. Hines has indicated Oldcastle has reason to believe Defendant transferred 

confidential information concerning Oldcastle’s procedures and business studies, information 

concerning a proprietary and unique manufacturing process, (id. ¶¶ 13, 14), and confidential 

productivity and service charts including information that, if obtained by Oldcastle’s 

                                                 
 3 See, e.g., Unites States ex rel. Purcell v. MWI Corp., 209 F.R.D. 21, 27-28 (2002) (holding that a company was 

entitled to a protective order prohibiting disclosure of financial information and trade secrets where the 
opposing party was a former employee of the company but now worked for the company’s direct competitor; 
the company met its burden to show good cause by asserting in its motion that the unrestricted release of the 
company’s confidential information would be detrimental to the company’s competitive position and would 
cause it significant harm); Star Scientific, Inc. v. Carter, 204 F.R.D. 410, 414-15 (S.D. Ind. 2001) (holding that 
a company’s customer lists, information relating to consumer purchasing habits, pricing information, sales 
techniques, and sales volumes were eligible for protection because such information was not readily available, 
possessed economic value, and the company had taken reasonable steps to maintain the information’s secrecy). 
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competitors, could give them insight into the company’s internal operations, service levels, weak 

points, and internal goals and projections. (Id. ¶¶ 15-16.) Oldcastle has therefore established 

particular and specific facts concerning the confidentiality of the kinds of material that is and 

will be at issue in this case. 

Oldcastle has also shown good cause for protecting this information. It has spent 

significant time and effort creating and acquiring the confidential and trade-secret information. 

The information provides Oldcastle a substantial competitive advantage over its competitors. (Id. 

¶ 13.) And if it becomes public or falls into a competitor’s hands, Oldcastle would suffer 

“financial loss, loss of goodwill, and irreparable harm in that it will lose the benefit of its 

confidential and proprietary information and trade secrets and the investment in time and money 

that [Oldcastle] has spent in order to develop these secrets.” (Id. ¶ 19.) These and other facts 

unequivocally demonstrate that (1) the information Oldcastle seeks to protect is indeed trade-

secret or confidential information as contemplated by Rule 26(c), and (2) that its disclosure 

would cause identifiable, significant harm. Oldcastle therefore has met its burden and established 

the propriety of a protective order.4 

B. Defendant’s document-by-document “analysis” of confidentiality misses the point. 

In his opposition, Defendant engages in a document-by-document “analysis” contesting 

the confidentiality designation of various documents used in his deposition. If anything, his 

                                                 
 4 It bears repeating what Oldcastle mentioned in its motion: it does not seek to avoid discovery of this 

information altogether. It merely seeks an order restricting the disclosure of that information beyond the parties. 
Why this troubles the defendant is baffling; perhaps it is mere ruse: What Oldcastle proposes is a fair and just 
proposition—one that protects both parties and is relatively common in these kinds of cases. See Fed. Open 
Mkt. Comm. of Fed. Reserve Sys. v. Merrill, 443 U.S. 340, 362 n.24 (1979) (“Actually, orders forbidding any 
disclosure of trade secrets or confidential commercial information are rare. More commonly, the trial court will 
enter a protective order restricting disclosure to counsel or to the parties.”); Scott v. Monsanto Co., 868 F.2d 
786, 792 (5th Cir. 1989) (upholding the district court’s protective order, in part because it “merely restricted the 
use of [discovery] materials to this litigation”); see also Vollert v. Summa Corp., 389 F. Supp. 1348, 1351 (D. 
Haw. 1975) (holding that a company’s interest in protecting its financial records could be effectuated by 
limiting the opposing party’s use of the information “and prohibiting disclosure of the information beyond the 
confines of this case”). 
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protests support Oldcastle’s request for a protective order. Oldcastle anticipated that there might 

be disagreement over the status of a particular document, which is why its proposed Protective 

Order provides a tool for disputing a document’s confidentiality designation. (See Pl.’s Prop. 

Protective Order, § C.) Yet Defendant insists on refusing the order. Oldcastle has always been, 

and remains, willing to submit controversial determinations over a document’s designation to a 

reasonable, fair process for adjudicating those disputes. To be clear, Oldcastle does not concede 

to Defendant’s characterization of the documents at issue in the case so far. But so long as even 

one of them is properly characterized as containing proprietary, confidential, or trade-secret 

information (and all of them contain at least one variety), then a protective order is warranted. 

What’s more, Defendant’s conclusions that particular documents are not confidential are 

demonstrably untrue. Defendant, relying exclusively on his own deposition testimony, concludes 

that none of the documents used in his deposition are confidential. (See Def.’s Opp’n ¶¶ 11a – 

11q.) But by his own admission, Defendant completely lacks the information to make that 

conclusion. For example, Mr. Staley signed a Confidentiality and Secrecy Agreement in the 

course of his employment with Oldcastle, the breach of which forms the basis of one of 

Oldcastle’s claims. As part of that agreement, the Defendant committed not to disclose 

“confidential” information. (See App. 28.) The Secrecy Agreement defines “confidential” 

information as that “which is not readily available to the public.” (Id.) At Mr. Staley’s 

deposition, when asked whether particular documents were “readily available to the public,” 

Staley responded either “no” or that he did not know. (See e.g., App. 32 [referring to Dep. Ex. 

28]; App. 33 [referring to Dep. Ex. 29]; App. 34-36 [referring to Dep. Ex. 32]; App. 36-38 

[referring to Dep. Ex. 33]; App. 39 [referring to Dep. Ex. 35].) Thus, as a matter of simple logic, 

if Mr. Staley agrees that these documents are not publically available or is unsure whether that is 
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the case, then it necessarily follows that he cannot possibly conclude that these documents are 

not “confidential,” as that term is expressly defined by the contract he signed.  

As it turns out, these documents were not readily available to the public, thus making 

them “confidential” by contractual definition. (See M. Cook Decl. ¶ 3, App. 1-3) (noting that 

Oldcastle did not pull the documents straight from the internet or publically available sources as 

Staley contends, but instead created them and put them into a standard format for use). Oldcastle 

created many of these documents from scratch. (See id. ¶¶ 4-6.) For example, Oldcastle’s safety 

metrics are not available to the public or reported to OSHA. (Id.¶ 5.) And Oldcastle’s 2010 

productivity numbers are certainly confidential. As Staley concedes, those metrics reveal “how 

much product [was] kick[ed] out the door and how long [it took] to do it.” (See App. 40-41.) It 

demonstrates “how many hours were spent on . . . getting product out the door.” (Id.) This 

information is certainly Oldcastle’s confidential information: It is not publically available and 

were it to fall into a competitor’s hands, the competitor would have insight into Oldcastle’s 

internal, non-public performance metrics. (See M. Cook Decl. ¶ 3, App. 1-3.) 

The bottom line is simple. As explained in Section A above, Oldcastle has met its burden 

for showing that a protective order is required here. And the order as Oldcastle has proposed 

provides a means for contesting the confidentiality designation of particular documents. 

Therefore, this Court should grant Oldcastle’s motion.   

C. Defendant cites to only two authorities in his entire opposition, both of which are 
wholly irrelevant. 

Defendant’s “authority” cited in support of his opposition is perplexing. He cites only 

two, neither of which bears on this case. The Economic Espionage Act of 1996, 18 U.S.C. 

§§ 1831-39, is a federal statute imposing criminal liability for, among other things, theft of trade 
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secrets or espionage benefitting a foreign government.5 And 48 C.F.R. § 27.402 concerns Federal 

Acquisition Regulations and requires that government agencies protect government contractors’ 

proprietary data. Borrowing definitions from these two statutes, Defendant arrives at the fragile 

conclusion that “none of [the documents cited in his opposition] meet these definitions.” (Def.’s 

Opp’n ¶ 12.) But no one argues that they should. Oldcastle brings claims under neither of these 

laws, and so Defendant’s invocation of them defies sensibility. (See generally Pl.’s Compl.) The 

definitions of “trade secret,” “proprietary information,” or “confidential commercial 

information” under Texas law, the Federal Rules, or as defined in Staley’s Confidentiality and 

Secrecy Agreement, are what is pertinent here for purposes of Oldcastle’s claims. 

D. The Court should deny Defendant’s request for sanctions. 

Oldcastle’s request for a protective order is anything but frivolous. Such orders are 

common in cases of this type, and despite Defendant’s characterizations, Oldcastle does not limit 

the order to cover only those documents introduced at Mr. Staley’s deposition. Oldcastle seeks a 

broader order that protects not only documents marked to date, but also other documents that the 

discovery rules may require the parties or third-party companies to produce. Oldcastle has met its 

burden, demonstrating an order is necessary. Defendant’s resistance is baseless. 

E. In camera inspection 

Defendant requests an in camera review of the deposition exhibits Oldcastle designated 

as confidential. This request seems to underscore the need for a protective order that provides a 

means for disputing confidentiality designations, like the one Oldcastle proposes. If the Court 

finds that an in camera inspection would be helpful to it, Oldcastle is willing and prepared to 

provide the documents for the Court’s review. 

                                                 
 5 Interestingly, Section 1835 instructs courts to enter orders or take actions necessary to preserve the 

confidentiality of trade secrets, which seems, if anything, to support Oldcastle’s request. See 18 U.S.C. § 1835. 
In any event, this is a statute imposing criminal liability for certain actions and has no application to this case. 
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IV. Conclusion 

Oldcastle has shown good cause for a protective order in this case. It has provided 

concrete examples of confidential information that warrant protection and has factually 

established that harm would flow from the revelation of that information outside of these 

proceedings. This is a fair and reasonable—not to mention common—proposition. Therefore, 

Oldcastle respectfully asks this Court to grant its motion for protective order and to deny the 

Defendant’s request for sanctions.  

 
DATE: December 6, 2011 

Respectfully submitted, 

By: /s/ Robert A. Vincent  
Karl G. Nelson, SBN 14900425 
Robert B. Krakow, SBN 11702000 
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Benjamin D. Williams, SBN 24072517 
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CERTIFICATE OF SERVICE 

I hereby certify that on December 6, 2011, the foregoing Plaintiff’s Reply in Support of 
Its Motion for Protective Order was electronically filed with the clerk of court for the U.S. 
District Court, Northern District of Texas, using the electronic case filing system of the court. A 
true and correct copy was served on Defendant’s counsel in accordance with the Federal Rules of 
Civil Procedure. 
 

/s/ Robert A. Vincent  
Robert Vincent 
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